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DETAILED ACTION 

1 . This action is in response to the Amendment filed 23 August 2005. 

2. Claims 1-17 remain pending; 

Specification 

3. The amendment to the Abstract has been entered into the record and overcomes 
the prior objection. The objection to the abstract has been withdrawn. 

Claim Objections 

4. The amendment to claim 1 1 has been entered into the record and overcomes the 
prior objection. The objection to claim 1 1 has been withdrawn. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1 -1 7 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 , 6, 9, 1 1 and 1 4-1 6 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Gropper (U.S. 6,883,000 B1) in view of Schiller (U.S. 2001/0032089 
A1). 
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8. Regarding claim 1 , Gropper discloses a method of adding a new contact to an 
electronic contact information database comprising the steps of: 

(a) recognizing data stored in an electronic contact information database of a 
user system as data relating to contact information of a new contact (col. 5, lines 
16-29, Gropper discloses a method of a user entering in a person or business' 
contact information using a Universal Contact Locator (UCL), which may be a 
person's e-mail address (see col. 4, lines 43-56). The client program 
automatically recognizes when a new contact's information is entered and stores 
the entered UCLs in a list.); 

(b) extracting from the stored data a contact destination of the new contact (col. 
5, lines 37-41 , Gropper discloses a method of extracting the UCL of the new 
contact. The UCL providing information relating to the contact's contact 
destination.); 

(c) automatically sending a message including a request for additional contact 
information to the contact destination of the new contact. Gropper discloses a 
method wherein once the client station connects to the Internet the client station 
sends a request to the server for additional contact information linked to the 
contact's UCL (col. 5, lines 37-45) but does not explicitly disclose the request for 
additional contact information being sent directly to the new contact. However, 
Schiller discloses an operation of a contact database wherein update requests 
are sent in the form of electronic messages directly to the contact's email 
address in order for the contact to be able to provide updated information. One 
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of ordinary skill in the art at the time of the applicant's invention would have found 
it obvious to implement the step of sending a message directly to a contact 
requesting updated information as disclosed by Schiller in combination with the 
contact management database disclosed by Gropper. One of ordinary skill in the 
art would have been motivated to implement this step in order for a user to be 
able to have an up to date contact database that is constantly being updated by 
the best person, the best person being the person who updates information in 
respect to themselves (see Schiller, page 2, paragraph [0021]).; and 
(d) upon receiving a return message including additional contact information 
form the new contact, automatically updating the contact information database 
with the additional contact information (col. 5, line 63 - col. 6, lines 4, Gropper 
discloses the method wherein the server system sends a message back 
containing the appropriate information (the contact's additional contact 
information). Once this information has been received at the client, the contact 
data is stored in the appropriate locations (i.e. CMS, PIM).). 

9. Claims 14, 15, and 16 contain similar subject matter and are rejected under the 
same rationale as claim 1 above. 

10. Claim 9 contains similar subject matter and is rejected under the same rationale 
as claim 1 . Regarding the use of an inbox the method of storing messages within the 
inbox, Schiller discloses the use of an e-mail application to send and receive electronic 
messages (see figures 3 and 5, i.e. Microsoft Outlook), therefore it is deemed inherent 
for the e-mail application to include an e-mail inbox as is well known in the art. 
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1 1 . Regarding claim 6, Gropper discloses the ability for a user to verify personal 
information and update information accordingly (i.e. change of address, see col. 6, lines 
54-57) but does not explicitly, as stated above in the rejection of claim 1, the step of 
requesting for additional contact information being sent directly to the new contact. 
However, Schiller discloses an operation of a contact database wherein update 
requests are sent in the form of electronic messages directly to the contact's email 
address in order for the contact to be able to provide updated information. The user 
then either updates contact information or returns the message with a message 
confirming that no update is necessary. One of ordinary skill in the art at the time of the 
applicant's invention would have found it obvious to implement the step of sending a 
message directly to a contact requesting updated information as disclosed by Schiller in 
combination with the contact management database disclosed by Gropper. One of 
ordinary skill in the art would have been motivated to implement this step in order for a 
user to be able to have an up to date contact database that is constantly being updated 
by the best person, the best person being the person who updates information in 
respect to themselves (see Schiller, page 2, paragraph [0021]). 

12. Regarding claim 11, as mentioned in above in the rejection of claim 9, Schiller 
discloses the use of an e-mail application to send and receive electronic messages (see 
figures 3 and 5, i.e. Microsoft Outlook), therefore it is deemed inherent for the e-mail 
application to include an e-mail inbox as is well known in the art. It is also deemed 
inherent for e-mail applications to have the ability to store electronic messages in 
separate folders (i.e. new, trash, deleted, old...). 
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13. Claims 2-5, 7, 8, 10, 12, 13 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gropper. 

14. Regarding claim 2, Gropper discloses the method wherein the stored data is 
provided manually by the user (col. 5, lines 16-23, Gropper discloses a method wherein 
a user enters information about a new contact manually into a computer.). 

15. Regarding claim 3, Gropper discloses the method wherein the stored data is 
provided automatically by an electronic message application in execution on the user 
system (col. 5, lines 37-45, Gropper discloses a method wherein once the client station 
connects to the Internet the client station sends a request to the server for additional 
contact information linked to the contact's UCL. col. 5, line 63 - col. 6, lines 4, Gropper 
discloses the method wherein the server system sends a message back containing the 
appropriate information (the contact's additional contact information). Once this 
information has been received at the client, the contact data is stored in the appropriate 
locations (i.e. CMS, PIM).). 

16. Regarding claim 4, Gropper discloses the method wherein the message is an 
electronic message and wherein step d) includes the step of: 

automatically extracting the additional contact information from the received 
return electronic message (col. 5, line 63 - col. 6, lines 4, Gropper discloses the 
method wherein the server system sends a message back containing the 
appropriate information (the contact's additional contact information). Once this 
information has been received at the client, the contact data automatically 
extracted and is stored in the appropriate locations (i.e. CMS, PIM).). 
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17. Regarding claims 5 and 17, Gropper discloses the method wherein the user is a 
subscriber to a contact list update service and wherein the new contact is other than a 
subscriber to the contact list update service (col. 4, line 64 - col. 5, line 3, Gropper 
discloses the method wherein the user is a subscriber to the contact list update service 
(see col. 5, lines 10-15) and the 'new contact' does not have to be a subscriber to the 
service, wherein the subscriber can also use the client program as a general 'personal 
address book'.). 

1 8. Regarding claim 7, Gropper discloses the method wherein the electronic 
message comprises message body text containing contact information for at least one 
contact information field for verification, (col. 5, lines 16-29, Gropper discloses a 
method wherein an electronic message is sent comprising a UCL code sent to the 
server system for verification.). 

19. Regarding claim 8, Gropper discloses the method wherein the return message is 
generated by an automated reply filter in execution on the contact system using contact 
information retrieved from a memory accessible to the automated reply filter (col. 5, 
lines 48-51, Gropper discloses the method wherein a request for contact information is 
submitted to a server system and the server system automatically retrieves the 
requested contact information and submits the information back to the requesting 
system.). 

20. Regarding claim 10, Gropper discloses the method wherein the return message 
is generated by an automated reply filter in execution on the contact system using 
contact information retrieved from a memory accessible to the automated reply filter 
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(col. 5, lines 48-51 , Gropper discloses the method wherein a request for contact 
information is submitted to a server system and the server system automatically 
retrieves the requested contact information and submits the information back to the 
requesting system.). 

21 . Regarding claim 12, Gropper discloses the method comprising the steps of: 
receiving the transmitted new electronic message at the user system (col. 5, lines 
48-51, Gropper discloses the contact information being transferred to the user 
system); 

automatically extracting from the received hew electronic message the current 
contact information for the new contact (col. 5, lines 66 - col. 6, line 2, Gropper 
discloses the client program stores appropriate contact data to appropriate 
locations). 

automatically storing the extracted current contact information in association with 
other contact information relating to the new contact within the contact database 
of the user system (col. 5, line 66 - col. 6, line 4, Gropper discloses storing 
contact data in appropriate locations (contact manager databases, i.e. PIM). 

22. Claim 13 contains similar subject matter and is rejected under the same rationale 
as claims 9 and 12. 

Conclusion 

23. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Birrell et al. (U.S. 6,185,551 B1) disclose a web-based electronic mail service apparatus 

and method using full text and label indexing. 
Macholda (U.S. 2002/0169748 A1) discloses a self-updating address book containing a 

list of contacts and the profile of its own user. 
Celik (U.S. 6,374,259 B1 ) discloses a method and apparatus for storing and retrieving 

business contact information in a computer system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin A. Ailes whose telephone number is (571)272- 
3899. The examiner can normally be reached on M-F 6:30-4, First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571)272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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